PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 



EvaKONTSEKOVA 



Group Art Unit: 1649 



Serial No.: 10/521,140 



Examiner: Chemyshev, Olga N. 



Filed: 10/31/2005 



Atty.Dkt.No.: SONN:065US 



For: TRUNCATED TAU PROTEINS 



Confirmation No.: 5448 



CERTIFICATE OF ELECTRONIC SUBMISSION 



DATE OF SUBMISSION: 



December 30, 2007 



REQUEST FOR REFUND OF IMPROPER ADDITIONAL CLAIMS FEE 
CHARGED TO DEPOSIT ACCOUNT 



MAIL STOP 16 - Refund Branch 

Commissioner for Patents 

P. O. Box 1450 

Alexandria, VA 22313-1450 

Commissioner: 

This is a request for a refund of $1,575.00 in the above-identified application which was 
improperly charged to Fulbright & Jaworski L.L.P. Deposit Account No.: 50-1212. This charge is 
shown on page 3, SEQ. 6 and 7, of the monthly Deposit Account statement for January 2006 
(copy attached as Appendix A). This request for refund is being made within two years of the 
date of the deposit account statement indicating such charge pvirsuant to 37 C.F.R. 1.26(b). 

The fees charged for which this refund is requested were for fee code 2614, extra 
Independent Claims over three (National Stage), in the amount of $100.00, and fee code 2615, 
extra claims over 20 (National Stage), in the amount of $1475.00. Applicant believes the Office 
has made in mistake in calculating the claims fees. It appears that the Office calculated the 
claims fees based on the claims of the PCT application, which contained 23 claims, many of 
which were multiple dependent (see worksheets from PAIR prepared by Pat Booker of the PTO 
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on January 12, 2005, the date of filing of this National Stage application, copy attached as 
Appendix B). However, Applicants filed a Preliminary Amendment concurrently with this 
application on January 12, 2005 (copy attached as Appendix C), cancelling claims 1-23 of the 
PCT application and adding new claims 24-34, none of which were multiple dependent claims, 
resulting in 11 total claims present on the date of entry into the National Stage. Since the 
National Stage claim fees should have been based on the number of claims present after entry of 
the Preliminary Amendment (as set forth in the PCT Applicant's Guide, Vol. II, National 
Chapter - US, paragraph US. 13, which states: "The nimiber of additional claims for fee purposes 
must be computed on the basis of the claims valid at the beginning of the national phase (that is 
where amendments have been filed, the claims as amended under PCT Article 19 or PCT Rule 
66.1, 66.3 and 66.4 or the claims as submitted in a preliminary amendment by the applicant 
upon entering the national phase...)", emphasis added), the National Stage claim fees should 
have been calculated based on 1 1 total claims and 3 independent claims (also reflected in the 
Transmittal Letter to the United States Designated/Elected Office Concerning a Submission 
under 35 U.S.C. 371 filed by Applicant on January 12, 2005, copy attached as Appendix D). 

Therefore, the $1,575.00 charge for additional claims is improper and should be 
refunded. The Commissioner is hereby requested to make this refund by crediting Fulbright & 
Jaworski L.L.P. Deposit Account No.: 50-1212/SONN:065US in the amount of $1,575.00. 

Respectfully submitted, 

/Mark B. Wilson/ 

Mark B. Wilson 
Reg. No. 37,259 

FULBRIGHT & JAWORSKI L.L.P. Attorney for Applicants 

600 Congress Avenue, Suite 2400 

Austin, Texas 78701 

512.536.3035 (voice) 

512.536.4598 (fax) 

Date: December 30, 2007 
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Attention: 
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FULBRIGHT & JAWORSKI, LLP 

ROSE MARY GARZA 

600 CONGRESS AVENUE 
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TX 

78701 
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1704 
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01/06 51 


PCT/US05/47378 
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1703 
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$46,460 
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IOWA:074WO 


8007 


$20.00 


$46,440 


01/06 53 


PCT/US05/47377 


INGN:121W0 


1601 


$300.00 


$46,140 
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PCT/US05/47377 


INGN:121WO 


1704 


$1,877.00 


$44,263 


01/06 55 


PCT/US05/47377 


INGN:121W0 


1702 


$1,102.00 


$43,161 


01/06 56 


PCT/US05/47377 


INGN:121W0 


1703 


$792.00 


$42,369 


01/06 57 


PCT/US05/47377 


INGN:121WO 


8007 


$20.00 


$42,349 


01/06 72 


PCT/US05/47384 


BAES:045WO 


1601 


$300.00 


$42,049 


01/06 73 


PCT/US05/47384 


BAES:045WO . 


1704 


$1,877.00 


$40,172 


01/06 74 


PCT/US05/47384 


BAES:045WO .= 


1702 


$1,102.00 


$39,070 


01/06 75 


PCT/US05/47384 


BAES:045WO 


1703 


$96.00 


$38,974 


01/06 76 
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BAES:045WO 


8007 
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PUTT:001WO 
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PUTT:001WO 


1704 
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$36,783 
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01/09 4 PCT/US06/00133 

01/09 5 PCT/US06/Q0133 

01/09 7 10981884 

01/09 8 10981884 

01/09 13 09792578 

01/09 195 11326619 

01/09 245 PCT/US06/00104 

01/09 246 PCT/US06/00104 

01/09 247 PCT/US06/00104 

01/09 248 PCT/US06/00104 

01/09 249 PCT/US06/00104 

01/10 5 PCT/US06/00269 

01/10 6 PCT/US06/00269 

01/10 7 PCT/US06/00269 

01/10 8 PCT/US06/00269 

01/10 9 PCT/US06/00269 

01/10 24 11198886 

01/10 49 6770672 

01/10 51 10644418 

01/10 53 6417223 

01/10 57 6645998 

01/11 1 10395864 

01/11 207 60642217 

01/11 208 60667454 

01/11 209 60669089 

01/11 326 0164430970 

01/12 5 10435804 

01/12 5 10720987 

01/12 6 10435804 

01/12 6 10720987 

01/12 7 10720987 

01/12 301 60404994 
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01/13 59 PCT/US06/00476 

01/13 60 PCT/US06/00476 
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01/13 62 PCT/US06/00476 

01/17 1 10735292 

01/17 4 10524932 

01/17 6 10524932 

01/17 7 10524932 

01/17 9 10524932 

01/17 263 0159680335 

01/18 3 11317330 

01/18 60 60758619 

01/18 77 6680382 

01/18 157 10608715 

01/18 553 PCT/US06/00958 

01/18 554 PCT/US06/00958 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

EvaKONTSEKOVA 

Serial No.: To be assigned 

Filed: Concurrently Herewith 

For: TRUNCATED TAU PROTEINS 



CSroup Art Unit: Unknown 

Examiner: Unknown 

Atty. Dkt. No.: SONN:065US 



NUMBER EV 414839688 US 

DATE OF DEPOSI T January 12. 2005 



PRELIMINARY AMENDMENT 

MAIL STOP PCT 
Commissioner for Patents 
P. O. Box 1450 
Alexandria. VA 23313-1450 

Sir: 

Applicants respectfully submit this Preliminary Amendment in the above-referenced 
case. Consideration of this case in view of the amendments made herein is respectfully 
requested. 

Amendments to the specification begin on page 2 of this paper. 
Amendments to the claims are reflected in the listing of the claims beginning on page 
3 of this paper. 

Remarks begin on page 6 of this paper. 
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1 



AMENDMENT 



In the Specification : 

At page 1, line 3, please insert tlie following paragraph: 

—This application is a national phase application under 35 U.S.C. § 371 of 
International Application No. PCT/EP2003/007389 filed 9 July 2003, which claims priority to 
Austrian Application No. A 1053/2002 filed 12 June 2002, the contents of which applications 
are incorporated herein by reference in their entirety.- 
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In the Claims : 

Please amend the claims as shown in the following listing of claims, which will 
replace all prior versions and listings of claims in the application. 
1-23. (Canceled) 

24. (New) An N- and C-terminally double truncated tau molecule further defined as a 
type lA tau molecule, type IB tau molecule, type HA tau molecule, or type DB tau molecule. 

25. (New) The N- and C-terminally double truncated tau molecule of claim 24, further 
defined as a type lA tau molecule: 

having at least the first 236 N- terminal amino acids and at least the last 45 C-terminal 

amino acids of the 4 repeat containing tau43 truncated; 
detectable in Alzheimer's diseased brain tissue but not detectable in normal healthy 

brain tissue; and 

preventing normal tau protein from promoting microtubule assembly in an in vitro 
microtubule assembly assay, wherein prevention of the promotion of 
microtubule assembly can be ehminated by specific inhibitory, neutralizing 
monoclonal antibodies against the molecules in a microtubule assembly assay. 

26. (New) The type lA tau molecule of claim 25, fiirther defined as comprising an amino 
acid sequence of any of SBQ ID NO: 1 to 3. 

27. (New) The N- and C-terminally double truncated tau molecule of claim 24, further 
defined as a type IB tau molecule: 

having at least the first 238 N-terminal amino acids and at least the last 40 C-terminal 
amino acids of the 4 repeat containing tau43 or the first 207 N-terminal amino 
acids and at least the last 50 C-terminal amino acids of the 3 repeat containing 
tau44 truncated; 

detectable in Alzheimer's diseased brain tissue whereas the molecules are not 

detectable in normal healthy brain tissue; and 
not capable of preventing wild type tau from promoting microtubule assembly in an in 

vitro microtubule assembly assay. 

28. (New) The type IB tau molecule of claim 27, further defined as comprising an amino 
acid sequence of any of SEQ ID NO: 4 to 1 0. 
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29. (New) The N- and C-terminally double truncated tau molecule of claim 24, further 
defined as a type DA tau molecule: 

having at least the first 68 N-terminal amino acids and at least the last 40 C-terminal 
amino acids of the 4 repeat containing tau43 or the first 68 N-terminal amino 
acids and at least the last 20 C-terminal amino acids of the 3 repeat containing 
tau44 truncated; 

detectable in Alzheimer's diseased brain tissue, whereas the molecules are not 
detectable in normal healthy brain tissue; 

having higher microtubule assembly promoting activity than wild type tau in an in 
vitro microtubule assembly assay, wherein the microtubule assembly 
promoting activity can be eliminated by specific inhibitory, neutralizing 
monoclonal antibodies against the molecules in a microtubule assembly assay; 
and 

wherein pathologic activity of the molecule relies on binding to the microtubular 
network defined by the microtubule polymerization promoting activity. 

30. (New) The type HA tau molecule of claim 29, further defined as comprising the 
amino acid sequence of any of SEQ ID NO: 11 to 18. 

3 1 . (New) The N- and C-terminally double truncated tau molecule of claim 24, fiirther 
defined as a type IIB tau molecule: 

having at least the first 68 N-terminal amino acids and at least the last 40 C-terminal 
amino acids of the 4 repeat containing tau43 or the first 68 N-terminal amino 
acids and at least the last 20 C-tenninal amino acids of the 3 repeat containing 
tau44 truncated; 

detectable in Alzheimer's diseased brain tissue, whereas the molecules are not 

detectable in normal healthy brain tissue; and 
having a pathological microtubule assembly promoting activity different firom wild 

type tau in an in vitro microtubule assembly assay. 

32. (New) The type IIB tau molecule of claim 3 1 , fiirther defined as comprising the 
amino acid sequence of any of SEQ ID NO: 19 to 20. 

33. (New) A transgenic animal expressing a molecule of claim 24. 



34. (New) A method of screening or testing a candidate compound for utility in the 
treatment of Alzheimer's disease comprising obtaining a transgenic animal according to claim 
33 and using the animal to screen or test the candidate compound. 
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REMARKS 

The specification has been amended to recite the priority data, to cancel claims 1-23 
of the PCT application, and to add new claims 24-34. Support for the new claims is found in 
the specification and claims as originally filed. No new matter is added by this amendment. 
The filing fee has been calculated after amendment of the claims by the preUminary 
amendment. 

Should any additional fees under 37 C.F.R. §§ 1.16 to 1.21 be required, the 
Commissioner is hereby authorized to deduct said fees fi^om Fulbright & Jaworski Deposit 
Account No. 50-1212/SONN:065US. 




Reg. No. 37,259 

(Customer No. 32425) Attorney for Applicant 

FULBRIGHT & JAWORSKI L.L.P. 

600 Congress Avenue, Suite 2400 

Austin, Texas 78701 

512.536.3035 (voice) 

512.536.4598 (fax) 

Date: January 12, 2005 
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APPENDIX D 



Under the Paperwork Reduction Act of 1£ 



10 persons are require 



PTO-1390 (Rev. 12-2004) 
Approved for use through 3/31/2007. 0MB 0651-0021 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
to respond to a collection of information unless it displays a valid OMB control number. 



TRANSMITTAL LETTER TO THE UNITED STATES 
DESIGNATED/ELECTED OFFICE (DO/EO/US) 
CONCERNING A SUBMISSION UNDER 35 U.S.C. 371 



ATTORNEY'S DOCKET NUMBER 
SONN:065US 



U.S. APPLICATION NO. (If known, see 37 CFR 1.5) 



INTERNATIONAL APPLICATION NO. 
PCT/EP2003/007389 



INTERNATIONAL FILING DATE 
9 July 2003 



PRIORITY DATE CLAIMED 
12 July 2002 



TITLE OF INVENTION 
TRUNCATED TAU PROTEINS 



Applicant herewith submits to the United States Designated/Elected Office (DO/EO/US) the following items and other information: 

1 . 0 This Is a FIRST submission of Items concerning a submission under 35 U.S.C. 371 . 

2. cm This Is a SECOND or SUBSEQUENT submission of Items concerning a submission under 35 U.S.C. 371 . 

3. [Z! This Is an express request to begin national examination procedures (35 U.S.C. 371 (f)). The submission must include Items 

(5), (6), (9) and (21) indicated below. 

4. [Zl The US has been elected (Article 31). 

5.0 A copy of the international Application as filed (35 U.S.C. 371 (c)(2)) 

a. [Zl is attached hereto (required only if not communicated by the Intemational Bureau). 

b. 0 has been communicated by the Intemational Bureau. 

c. 0 is not required, as the application was filed In the United States Receiving Office (RO/US). 
An English language translation of the Intemational Application as filed (35 U.S.C. 371 (c)(2)). 

a. 0 is attached hereto. 

b. 0 has been previously submitted under 35 U.S.C. 154(d)(4). 

Amendments to the claims of the Intemational Application under PCT Article 1 9 (35 U.S.C. 371 (c)(3)) 

a. 0 are attached hereto (required only If not communicated by the Intemational Bureau). 

b. 0 have been communicated by the Intemational Bureau. 

c. 0 have not been made; however, the time limit for making such amendments has NOT expired. 

d. 0 have not been made and will not be made. 

An English language translation of the amendments to the claims under PCT Article 1 9 (35 U.S.C. 371 (c)(3)). 
An oath or declaration of the inventor(s) (35 U.S.C. 371(c)(4)). 



0 



0 



8. 0 

9. 0 
10.0 



An English language translation of the annexes of the Intemational Preliminary Examination Report under PCT 

Article 36 (35 U.S.C. 371 (c)(5)). 



Items 11 to 20 below concern document(s) or information included: 

I I An Infonnation Disclosure Statement under 37 CFR 1 .97 and 1 .98. 

An assignment document for recording. A separate cover sheet in compliance with 37 CFR 3.28 and 3.31 is included. 
A preliminary amendment. 
An Application Data Sheet under 37 CFR 1.76. 
A substitute specification. 

A power of attorney and/or change of address letter. 

A computer-readable fomi of the sequence listing in accordance with PCT Rule 1 3ter.2 and 37 CFR 1 .821- 1 .825. 
A second copy of the published International Application under 35 U.S.C. 154(d)(4). 



12.0 
13.0 
14.0 
15.0 
16.0 
17.0 
18.0 
19. O 
20.0 



A second copy of the English language translation of the intemational application under 35 U.S.C. 154(d)(4). 

PCT Request; Fonns PCT/IB/304, IB/306. IB/308, IB/332; IPER; WO 2004/007547 A2; WO 2004/007547 A3 
Other items or infonnation: (w/|ntl. Search Report); 23-page Sequence Listing; Stmt, as Required under 37 CFR 1.821(f); return postcard 



"his collection of Information is required by 37 CFR 1.414 and 1.491-1.492. The infonnation is required to obtain or retain a benefit by the public, which is to file (and by the 



PTO-1390 (Rev. 12-2004) 
Approved for use through 3/31/2007. 0MB 0651-0021 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Papenvork Reduction Act of 1995, no persons are required to respond to a coilection of infontiation unless it displays a valid 0MB control number. 



U.S. APPLICATION NO. (If known, see 37 CFR 1 .5) INTERNATIONAL APPLICATION NO. 

PCT/EP2003/007389 


ATTORNEY'S DOCKET NUMBER 
SONN:065US 


21 . The following fees are submitted: 

[✓n a) Basic national fee $300.00 


Applicant use 


Office use only 


5 300.00 




b) Examination fee $200.00 


$ 200.00 




0 c)Searctif 


ee $500.00 


$ 500.00 




TOTAL OF ABOVE CALCULATIONS = $1000.00 


$ 1.000.00 




j — 1 Additional fee for specification and d 
' — ' listing or computer program listing fil 
additional 50 stieets of paper or tract 


awlngs filed in paper over 100 sheets (excluding sequence 
3d in an electronic medium). The fee is $250 for each 
on thereof. 






Total Stieets 


Extra sheets 


Number of each additional 50 or fraction 
thereof (round up to a whole number) 


RATE 


-100 = 


/50 = 




X $250.00 


$ 




Surcharge of $130.00 for furnishing the oath or declaration later than 30 months from the earliest 

claimed priority date (37 CFR 1.492(e)). 


^ 130.00 




CLAIIVIS 


NUH^BER FILED 


NUlVlBER EXTRA 


RATE 


$ 


Total claims 


11 -20 = 


0 


X $50.00 


$ 0.00 




Independent claims 


3 -3 = 


0 


X $200.00 


$ 0.00 




IVIULTIPLE DEPENDENT CLAIM(S) (If applicable) 


+ $360.00 


$ 0.00 




TOTAL OF ABOVE CALCULATIONS = 


$ 1,130.00 




Applicant claims small entity status. See 37 CFR 1 .27. The fees indicated above are reduced 
'— ^ by/j. 


$ 

565.00 




SUBTOTAL = 


$ 565.00 




Processing fee of $130.00 for fumishing the English translation later than 30 months from the earliest 

claimed priority date (37 CFR 1 .492(f)). + 


$ 




TOTAL NATIONAL FEE = 


$ 565.00 




Fee for recording the enclosed assignment (37 CFR 1.21(h)). The assignment must be accompanied 
by an appropriate cover sheet (37 CFR 3.28, 3.31 ). $40.00 per property + 


$ 




TOTAL FEES ENCLOSED = 


$ 565.00 




Amount to be refunded: 
Amount to be charged 




$ 
$ 



_ to cover the above fe 
in the amount of $ 



is enclosed. 

to cover the above fees. 



a. 0 A checl< in the amount of $ 565.00 

b. □ Please charge my Deposit Account No. 

A duplicate copy of this sheet is enclosed. 

c. 0 The Commissioner is hereby authorized to charge any additional fees which may be required, or credit any overpayment to Deposit 

Account No. 50-1212 A duplicate copy of this sheet is enclosed. 

d. n Fees are to be charged to a credit card. WARNING: infonnation on this fonri may become public. Credit card information sliould not 

be included on this form. Provide credit card infomiation and authorization on PTO-2038. 

NOTE: Where an appropriate time limit under 37 CFR 1.495 has not been met, a petition to revive (37 CFR 1.137(a) or (b)) must be filed 
and granted to restore the International Application to pending status. 

SEND ALL CORRESPONDENCE TQ: 

(Customer No. 32425) 



FULBRIGHT & JAWORSKI LLP. 
600 Congress Avenue, Suite 2400 
Austin, TX 78701 
(512)474-5201 



SIGNATURE 

Mark B. Wilson 

NAME 
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